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Status 

1)D Responsive to communication^) filed on 10 February 2003 . 
2a)D This action is FINAL 2b)E This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 C D 11 453 O G 213 
Disposition of Claims ' 

4) S Claim(s) 77-42 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 17-42 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No 



3.D Copies of the certified copies of the priority documents have been received in this National Staae 
application from the International Bureau (PCT Rule 17 2(a)) 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1)H Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s) 

2 □ N t.ce of Draftsmen's Patent Drawing Review (PTO-948) 5 ) □ Notice of Informal P tent Appl cation (PTO ' 

3) U Information Disclosure Statements) (PTO-1 449) Paper No(s) . 6) □ Other: 
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1. Claims 17-20, 29-33 and 42 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Independent claims 17 and 30 both set forth that there is "a rotatable disc- 
shaped plate provided in an optical path between the objective lens and the light 
detection member" (claim 17; similar language in claim 30). This is unclear and 
does not clearly point out and distinctly claim the invention; there is no function of 
structure to give any meaning to this "rotatable disc-shaped plate", but it is claimed 
merely as an anonymous and functionless stray element. 

It is noted that claims 21-28 and 34-41 do not inherit this rejection because 
claims 21-24 and 34-37 each add structure and function to the disc-shaped plate, 
with language such as "a quantity of light having passed through one of a plurality 
of openings in the rotatable disc-shaped plate" in claims 21. 

In claims 19 and 32 the language « plural kinds of various refractive indices- 
is unclear and confusing. It is not clear what a "kind" of refractive index may be 
and it is not clear what is meant by "properly selecting and using the plural kinds 
of various refractive indices" to adjust the irradiation angle as claimed. 



2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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3. Claims 17-42 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Shiraishi (US 5,706,091) in view of Arai et al (US 5,115,319). 

The Shiraishi reference shows a surface inspection method and apparatus in 

which there is a light source (1) to apply light to a surface (10) being measured. 

There is an objective lens (9) that receives light reflected light from the surface. 
There is an iUumination switehover means (6,7,8) between the light source and the 
surface being measured configured to switch between bright-field and dark-field 
illumination. There is a light detector (28). Those in the art can choose the 
appropriate type of the two available illuminations, dark- or bright- field, to view 
the surface according to he nature of the surface and the characteristics of the 
surface to be observed; the two types of iUumination are provided because of the 
well-known fact that the two different types of illumination reveal different 
information about the surface. 

Shiraishi discloses an aperture stop (26), and teaches that it is changeable in 
size (column 19, lines 38-41), but does not disclose any particular means of making 
the size changeable. On well-known manner of changing the size of aperture stops 
in optical systems is to provide a rotatable disc with holes of different sizes that can 
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be rotated into position as desired; see Arai et al (element 4 in figures 1 and 6) as 
an example of this. The use of this known aperture-size adjustment mechanism in 
the system of Shiraishi would have been obvious. 

Shiraishi discloses that a zoom lens can be used to adjust the size of the light 
spot on the sample; see column 27, lines 31-36 and column 38, lines 57-65. The choice of 
other means to change the magnification of the lens, such as replacing one lens with 
another with a different optical power, would have been obvious. 



4. Papers related to this application may be submitted to Group 2800 bv 
facsimile ^transmission. The faxing of such papers must conform to the notice 
published in the Official Gazette, 1096 OG 30 (15 November 1989) The fax 
number is (703) 308-7722. inelax 



5^ Any inquiry concerning this communication or earlier communications from 
(703 e )™4804 d t0 R ' ^ R ° Senberger whose tele P h °™ number is 

a i^T^I ° f a J e * eial nature or rel ati^ to the status of this application 
should be directed to the Group receptionist whose telephone number is (703) 308- 




